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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 12 May 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 23,25,31,33,39 and 40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 25 is/are allowed. 

6) IEI Claim(s) 23,31. 33, and 39 is/are rejected. 

7) £3 Claim(s) 40 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Status of Application/Amendment/Claims 

Applicant's response filed 5/12/2009 have been considered. Rejections and/or objections 
not reiterated from the previous office action mailed 2/12/2009 are hereby withdrawn. The 
following rejections and/or objections are either newly applied or are reiterated and are the only 
rejections and/or objections presently applied to the instant application. The text of those sections 
of Title 35, U.S. Code not included in this action can be found in a prior Office action. 

Applicant's amendments to the claims filed 5/12/2009 are acknowledged. With entry of 
the amendment, Claims 23, 25, 3 1, 33, 39, and 40 arc pending and under consideration. 
Specification 

The application contains disclosure entirely outside the bounds of the allowed claims. 
Applicant is required to modify the brief summary of the invention and restrict the descriptive 
matter so as to be in harmony with the claims (MPEP § 1302.01). 

In the instant case the specification incorporates by reference several large tables, Tables 
1-11, submitted to the Office in the form of compact discs, which, altogether, are said by 
applicant to contain several thousand kilobytes of information, the large majority of which is not 
pertinent to the claimed invention: SEQ ID NO:348 and 4233864. 

Using the conversion factor set forth in 37 CFR 1 .52(f)(1), the electronic information 
contained in Tables 1-11 represents tens if not hundreds of thousands of sheets of additional 
disclosure beyond the approximately 162 pages of paper copy specification filed therewith. A 
review of Tables 1-11 finds the tables disclose information directed to hundreds of thousands of 
different nucleotide sequences that have no disclosed relation to the claimed sequences. 
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In addition to the requirement under MPEP 1302.01, Applicant is required under 37 CFR 
1 .52(e)(5) to amend the specification to include in the paper portion of the specification all 
descriptive matter pertinent to SEQ ID NO:348 and 4233864 that was previously submitted in 
tables on compact disc. Amendments to the specification must comply with 37 CFR 1.121 and 
1.125. 

Claim Objections 

Claims 33 and 40 are objected to because of apparent typographical errors: "heterolgous" 
and "heterlogous." 

Claim Rejections - 35 USC § 101 and 112, First Paragraph— withdrawn 
The rejection of Claims 23, 25, 31, and 33 under 35 U.S.C. 101 and 35 USC 1 12, first 
paragraph, because the claimed invention is not supported by a credible asserted utility or a well 
established utility is withdrawn in view of the totality of evidence of record. 

Claim Rejections - 35 USC § 1 02— maintained 

Claim 31 remains rejected and new claim 39 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Dunn et al. GenBank Accession No. AZ593982, published online at NCBI on 
December 13, 2000 is withdrawn in view of the amendment to the claim. 

As shown by the alignment below, Dunn et al. taught a vector comprising a sequence 
encoding and complementary to SEQ ID NO:348. Accordingly, the prior art disclosed the 
instantly claimed vector. The vector disclosed by Dunn et al. is indistinguishable from the probe 
(i.e., nucleic acid) defined by claim 39 and would be capable of being used as a probe. 
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Claims 31 and 33 remain rejected and new claim 40 is rejected under 35 U.S.C. 102(b) as 
being anticipated by Birren et al., GenBank Acc. No. AC015918 "Homo sapiens chromosome 17 
clone CTD-3 16508 map 17", published online by NCBI on March 27, 2003. (The reference 
contains a lengthy sequence disclosure. Applicant is provided with the first 3 pages disclosing 
features relevant to the rejection and a portion of the sequence 

As shown by the alignment below, Birren et al. disclosed a human BAC clone (i.e., 
vector) comprising a sequence encoding and complementary to instant SEQ ID NO:348 and 
4233864. The vector disclosed by Birren et al. is indistinguishable from the probe (i.e., nucleic 
acid) defined by claim 40 and would be capable of being used as a probe. Accordingly, Birren et 
al. anticipates the instant claims. 
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■r«p L :A;::pi;vi;:_ : _l : i: H .» ro sapiens chroaosoaoe 17 clone CTB-31S50S sap 17, 21 unordered 
, Gaps - 0/91 (0%) 

AGAGCGAGGG7GGGG5AGG 4 0 2GS 

Response to Arguments 

Applicant argues the vectors of claims 31 and 33 contain inserts that are smaller in length 
than those disclosed in the cited references, and the cited references teach no other insert except 
the 701 and 220,581 sequences. However, the instant claims do not recite inserts and are not 
limited to the specifically recited "heterologous" sequences. The claims are drawn to vectors 
comprising a heterologous sequence. Thus, vectors according to the claims may include (and do 
not exclude) additional, unrecited heterologous sequences (MPEP 21 1 1.03). 
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Claim Rejections - 35 USC § 103— withdrawn 

The rejection of Claims 23 and 25 under 35 U.S.C. 103(a) as being unpatentable over 
Birren et al, GenBank Acc. No. AC015918 "Homo sapiens chromosome 17 clone CTD-316508 
map 17", published online by NCBI on March 27, 2003, as applied to claims 31 and 33 above in 
view of: 

1 . Venter et al. (US Patent 6,8 12,339) 

2. Buck et al. (Biotechniques (1999) 27(3): 526-538); 

3. Hogan (US Pat. 5,541,308, July 30, 1996); and 

4. Brown (1998) "In situ hybridization with riboprobes: An overview for veterinary 
pathologists" Vet. Pathol. 35:159-167 

is withdrawn in view of Applicant's arguments, which are found persuasive. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 23 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zhou 
(US Patent 7,250,289). 

Zhou disclosed and claims arrays comprising a plurality of 25 -nucleotide nucleic acid 
probes. Methods for synthesizing (i.e., isolating) and using each probe in the array are disclosed. 
One probe, SEQ ID NO:669995, is at least 80% identical/complementary to instant SEQ ID 
NO:348 and its complements, as defined by claim 23, parts c and d (see alignment below). Zhou 
taught that nucleic acids of their invention may range from at least 2 to preferably at least 8, 15 
or 20 nucleotides in length (col. 6 and elsewhere). At column 8, it is taught the nucleic acids 
spotted onto the array can be essentially of any length from 1 to 1000 monomers. Accordingly, 
one of skill would reasonably have envisioned nucleic acid probes of at least 8 to 25 nucleotides 
in length corresponding to any of the disclosed nucleic acid probes, including SEQ ID NO: 
669995. One of skill would reasonably have been led to make and use any of these probes 
because Zhou states that any probe of any length, including those lengths specifically suggested, 
may be used on the array. One would reasonably expect the 24-mer or 23 mer equivalents of 
SEQ ID NO: 669995, or any other probed disclosed therein, to have substantially the same 
hybridization properties as SEQ ID NO: 669995, and would reasonably be motivated to make 
and use shorter nucleic acids for economy. 24-mer or even 23 mer equivalents of SEQ ID NO: 
669995 necessarily include sequences at least 80% identical/complementary to instant SEQ ID 
NO:348, DNA encoding SEQ ID NO:348, and complements thereof. Accordingly, the instantly 
claimed sequences would have been prima facie obvious. 
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Query Match 7 0.9%; Score 15.6; DB 5; Length 25; 

Db 23 CAGCAGCACACAGTGGACTCTA 2 

Conclusion 

Claim 25 is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louis Wollenberger whose telephone number is (571)272-8144. 
The examiner can normally be reached on M-F, 8 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James (Doug) Schultz can be reached on (571)272-0763. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Louis Wollenberger/ 

Primary Examiner, Art Unit 1635 

July 17, 2009 



